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DETAILED ACTION 
Election/Restrictions 

Claims 20-44 are currently pending in the application. 

Applicant's election of Group I (i.e. formulation) in the reply filed on 10/29/07 is 
acknowledged. Because applicant did not distinctly and specifically point out the 
supposed errors in the restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). 

Thus, the requirement is deemed proper and is therefore made FINAL. 
Claims 41-42 are withdrawn from further consideration pursuant to 37 CFR 
1 .142(b) as being drawn to a nonelected group and species, there being no allowable 
generic or linking claim. 

Priority 

Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d) for 
foreign priority based on an application filed in Great Britain on 03/01/2002, which 
papers have been placed of record in the file. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

Claims 20-32, 34-40, and 43-44 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention (see M.P.E.P 
608.01 (k)). 

Claim 20 is particularly vague and indefinite given that applicant is claiming a 
formulation comprising vanilla like odorant, a carnation like odorant and a musk like 
odorant (in sentences 1-2) Applicant did not define what "an odorant like" material is 
nor did applicant particularly point out at what stage is a material odorant like or not 
odorant like. 

As a result of the above inconsistencies, the aforementioned claims are unable to 
be examined as disclosed given that the scope of the claimed subject matter would not 
be able to be determined by one of ordinary skill in the art. However, for prosecution 
purposes, the claims will be interpreted as a formulation comprising vanilla odor, 
carnation odor and a musk odor. 

Claims 30-31 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention (see M.P.E.P 608.01 (k)). 
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Claims 30-31 are particularly vague and indefinite given that applicant is claiming 
a formulation wherein the paradoxical aroma profiles (in sentence 1 of claim 30) and a 
formulation combine wherein the paradoxical aroma profiles odor notes of warm human 
flesh embedded in fruity odor notes (in sentences 1-2). Applicant did not define what is 
meant by paradoxical aroma nor did applicant particularly out what is meant by 
combining said paradoxical aroma odor notes of human flesh embedded in fruity odor 
notes. 

As a result of the above inconsistencies, the aforementioned claims are unable to 
be examined as disclosed given that the scope of the claimed subject matter would not 
be able to be determined by one of ordinary skill in the art. However, for prosecution 
purposes, the claims will be interpreted as a formulation comprising an aroma or 
fragrance scent. 

Claim 32 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention (see M.P.E.P 608.01 (k)). 

Claim 32 is particularly vague and indefinite given that applicant is claiming a 
formulation further comprising synthetic aldehydes, which exhibit a floral odor note with 
a heart of erogenicity (in sentence 2 of claim 32). Applicant did not define what is 
meant by heart of erogenicity nor did applicant particularly out what an erogenic 
synthetic aldehyde entails. 
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As a result of the above inconsistencies, the aforementioned claim is unable to 
be examined as disclosed given that the scope of the claimed subject matter would not 
be able to be determined by one of ordinary skill in the art. However, for prosecution 
purposes, the claims will be interpreted as a formulation further comprising synthetic 
aldehydes that exhibit a floral odor. 

Claim 33 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention (see M.P.E.P 608.01 (k)). 

Claim 33 is particularly vague and indefinite given that applicant is claiming a 
formulation substantially as herein described (in sentence 1 of claim 33). Applicant 
did not define what is meant by substantially or what a substantially described 
formulation entails. Furthermore, applicant did not particularly point out where in the 
application is the formulation described. 

As a result of the above inconsistencies, the aforementioned claim is unable to 
be examined as disclosed given that the scope of the claimed subject matter would not 
be able to be determined by one of ordinary skill in the art. 



Claim Rejections - 35 USC § 101 
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35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 40 and 44 are rejected under 35 U.S.C. 101 because the claimed 
recitation of a use, without setting forth any steps involved in the process, results in an 
improper definition of a process, i.e., results in a claim which is not a proper process 
claim under 35 U.S.C. 101 . See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 
1967) and Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 
1966). 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

Claims 40 and 44 provide for the use of a formulation comprising a vanilla 
odorant, carnation odorant and musk odorant, but, since the claims do not set forth any 
steps involved in the method/process, it is unclear what method/process applicant is 
intending to encompass. A claim is indefinite where it merely recites a use without any 
active, positive steps delimiting how this use is actually practiced. 
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Claims 40 and 44 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

Claims 20-32, 37, 40, and 43-44 are rejected under 35 U.S.C. 103 (a) as being 
unpatentable over Morelli et al. (U.S. Patent No. US 6,087,322). 

Morelli et al. teaches the use of personal care and personal hygiene 
compositions comprising at least about 0.01% to about 10% of a fragrance delivery 
system comprising one or more pro-accords, where each pro-accord is formed from an 
n number fragrance materials and additional excipients (see abstract and see column 
36, lines 34-41) and which may be formulated as perfumes (see column 1, lines 30-31 
vs. instant claim 37). Morelli further teaches that these compositions of fragrance raw 
materials typically comprise alcohols, ketones, aldehydes, esters, nitrites and cyclic and 
acyclic alkenes (see column 3, lines 59-62). Importantly, Morelli teaches a composition 
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comprising 2-methoxy-4-(1-propenyl)phenoi (i.e. isoeugneol or carnation odorant, see 
claim 7, line 63), 3-ethoxy-4-hydroxybenzaldehyde (i.e. ethyl vanillin or vanilla odorant, 
see claim 10, line 57) and 6,7-dihydro-1 ,1 ,2,3,3-pentamethyl-4(5H)-indanone (i.e. 
woody musk odorant, see claim 12, lines 14-15 vs. instant claims 20-28) and aldehydes 
released by acetals such as 4-(4-hydroxy-4-methylpentyl)-3-cyclohexene-1- 
carbosaldehyde (i.e. Lyral, a synthetic aldehyde vs. instant claim 32). Additionally, 
Morelli teaches the use of stearic acid (i.e. a carboxylic acid) in its personal cleanser 
composition (see column 35, table III, Iine53 vs. instant claim 29) as an additive. 

Morelli et al. does not specifically address the use of 2-methoxy-4-(1- 
propenyl)phenol as the carnation odorant, 3-ethoxy-4-hydroxybenzaldehyde as the 
vanilla odorant and 6,7-dihydro-1 ,1 ,2,3,3-pentamethyl-4(5H)-indanone as the musk 
odorant. 

However, Morelli et al. does suggest the combinatorial use of the aforementioned 
compounds in the composition as preferred compounds for its invention. Thus, to one 
of ordinary skill in the art at the time of the invention it would have been obvious to 
utilize these specific compounds in the composition of Morelli et al. given that these 
compositions are able to deliver more than one fragrance raw materials. Because 
Morelli teaches that personal care compositions of combined fragrance materials can be 
favorably used over other uncombined fragrance raw materials due to their fragrance 
benefit, one of ordinary skill would have been motivated to utilize the composition of 
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Morelli et al. with the aforementioned compounds with the expectation of providing a 
successful composition that has enhanced longevity of fragrance raw materials. 

Claims 20-22, and 34 are rejected under 35 U.S.C. 103 (a) as being 
unpatentable over Rolf (U.S. 2004/0071757 A1). 

Rolf teaches the use of skin patch near the nasal passageway (see figure 9) to 
deliver therapeutic oils such as absolute carnation (i.e. carnation odorant), musk seed 
(musk odorant) and pure vanilla extract (i.e. vanilla odorant, and see pages 6-7, 
paragraph 0073 vs. instant claim 34) that can be used in combination in an amount from 
about 0.01% by weight to about 99.9% by weight (see page 7, paragraph 0079). 

Rolf, however, does not specifically address the use of the aforementioned 
compounds as the particular odorants to be used in its composition nor does he 
address the exact volumes of the odorants. 

However, Rolf does suggest the need for suitable specific essential oils that are 
therapeutically effective such as vanilla, musk seed and absolute carnation. Thus, to 
one of ordinary skill in the art at the time of the invention it would have been obvious to 
utilize the absolute carnation, musk seed and the pure vanilla extract given that these 
compounds have great therapeutic properties. Because Rolf teaches the use of 
therapeutically suitable odorants in its composition, one of ordinary skill would have 
been motivated to utilize the absolute carnation, musk seed and the pure vanilla extract 
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in the composition of Rolf with the expectation of providing a successful composition 
that has high therapeutic value and that remains stable. 

While the exact volume percentages of the essential oils are not disclosed by 
Rolf, it is generally noted that differences in concentration do not support the 
patentability of subject matter encompassed by the prior art unless there is evidence 
indicating such concentration or temperature is critical. "[W]here the general conditions 
of a claim are disclosed in the prior art, it is not inventive to discover the optimum or 
workable ranges by routine experimentation." In re Aller, 220 F.2d 454, 456, 105 USPQ 
233, 235 (CCPA 1955). Given that applicant did not point out the criticality of specific 
ranges or percentages of the invention, it is concluded that the normal desire of 
scientists or artisans to improve upon what is already generally known would provide 
the motivation to determine where in a disclosed set of percentage ranges is the 
optimum combination of percentages. 

Claim 35 is rejected under 35 U.S.C. 103 (a) as being unpatentable over 
Morelli et al. (U.S. Patent No. US 6,087,322) in view of Anderson et al. (U.S. 
2004/0071757 A1). 

The Morelli reference is as discussed above and incorporated by reference 
herein. However, Morelli does not address the formulation as a nasal spray. 
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Anderson, however, does address the use of fragrance oils in the art in nasal 
spray forms for the treatment of nasal congestions (see column 3, lines 1-10). 

Thus, to one of ordinary skill in the art at the time of the invention it would have 
been obvious to formulate the composition of Morelli et al. in a nasal spray form given 
that these compounds have great therapeutic properties. Because Morelli et al. 
teaches the use of suitable odorants (i.e. scented fragrance) in its composition and 
Anderson teaches the use of odorants in nasal sprays, one of ordinary skill would have 
been motivated to formulate the composition of Morelli et al. in nasal spray form with the 
expectation of providing a successful composition that has high therapeutic value and 
quick olfactory response. 

Claims 36 and 38-39 are rejected under 35 U.S.C. 103 (a) as being 
unpatentable over Morelli et al. (U.S. Patent No. US 6,087,322) in view of Hahn 
(U.S. 5,165,603). 

The Morelli reference is as discussed above and incorporated by reference 
herein. However, Morelli does not address the formulation as a lipstick or a delivery 
device in the form of a strip of material housed in a protective sheath coated or 
impregnated with the aforementioned formulation. 
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Hahn, however, does teach that lipsticks are well known in the art as skin care 
products (i.e. personal care products), which may be used for skin hygiene (i.e. 
personal hygiene, see column 4, lines 11-16, 21 and 32-33). Hahn further teaches a 
fragrance-emitting lipstick container (see figure 10a-10c and 11) which contains a 
lipstick (i.e. strip of material vs. instant claim 38) that is covered with a lid (instant claim 
39). Furthermore, according to Webster's Ninth New Collegiate Dictionary, "strip" is 
defined as "a long narrow piece of material", i.e., the lipstick found in the prior art. 

Thus, to one of ordinary skill in the art at the time of the invention it would have 
been obvious to formulate the composition of Morelli et al. as a lipstick given that 
lipsticks are personal care products commonly used in cosmetics for skin hygiene. 
Because Morelli et al. teaches the use of suitable odorants as personal care products in 
its composition and Hahn teaches the use of lipsticks in fragrance-emitting containers 
for skin hygiene, one of ordinary skill would have been motivated to formulate the 
composition of Morelli et al. as a lipstick form with the expectation of providing a 
successful composition that is both hygienic and has a pleasant fragrance odor. 



No claims are allowed. 



Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Samira Jean-Louis whose telephone number is 571- 
270-3503. The examiner can normally be reached on 7:30-5 PM EST M-Th. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ardin H. Marschel can be reached on 571-272-0718. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
SJL 

10/23/2007 
/Cecilia Tsang/ 

Supervisory Patent Examiner, Art Unit 4173 



